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DETAILED ACTION 

Acknowledgements 

1 . The USPTO's Board of Patent Appeals and Interferences ("Board") returned this application 
to the Examiner. See "Order Returning Undocketed Appeal to Examiner" mailed on 
December 30, 2008 ("December 2008 Order"). 

2. In the December 2008 Order, the Board ordered the Examiner to: 

a. Make a determination regarding the status of claims 7. 

3. Accordingly, the finality of the office action filed on April 20, 2007 has been withdrawn. 
Claim 7 was inadvertently omitted in the statement of rejection, but was rejected in the final 
office action mailed on April 20th, 2007 (see page 8, paragraph E of office action). 
Prosecution is therefore reopened to include claim 7. Claims 1,13 and 16 have been 
amended. Claims 1-18 are pending. 



Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this countiy, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a primed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. . . . 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
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subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the Hnglish language. 

5. Claims 1-4, 7-6, 10-13 and 18 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Erickson et al. (U.S 20040199781). 

6. To avoid unnecessary confusion, items that are within quotation and in bold letters are claim 
languages. 

7. As per claims 1-4, 7-6, 10-13 and 18, Erickson et al. disclose that relates to data processing 
and in particular to privacy assurance and data de-identification methods, with application to 
the statistical and bioinformatics arts. The invention comprises of the following: 

A. interface (par. 44, 50) that allows user to input data (par. 52, 54) into a database (par. 
1 1, 40, 45)- the interface can also contain forms (fig. 3, par. 52) ("a data interface, 
usable to set up a communication link to system participants when required in 
order to transfer data from a local health log to contracting parties system 
participants at least intermittently, wherein a said local health log is included on 
a user's computer with pre-structured electronic forms for inputting the person 
health data by system participants") - This limitation is being interpreted as an 
interface that allows users to input data. The aspects of "in order to transfer data from 
a local health log to contracting parties system participants at least intermittently, 
wherein a said local health log is included on a user's computer with pre-structured 
electronic forms for inputting the person health data by system participants" does not 
further limit the structure of the actual interface. 
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B. The prior art includes a process of de-identifying or making anonymous the input 
data (par. 12,21, 22, 36-37 ). The de-identification process includes filter and 
providing only relevant data (par. 12, 34), only selected results are outputted (par. 36) 
("a converter for producing anonymous encrypted data permitting no inference 
of an identity of the user and for communicating said anonymous encrypted data 
addressed filing of at least a portion of said anonymous encrypted data on a 
network, said converter being actuated using selection schemes; including filters, 
said filters are valid for particular questions associated with said local health log 
and for marking data in the local health log used for targeted partial forwarding 
to system participants ") 

C. The prior art teaches the aspect of inputting data into system (par. 1 1) such as a 
computer (par. 55). Examiner takes official notice that input data into a system using 
a keyboard or card reader is old and well known in the art ("at least one of a 
keyboard and at least one interfaces to at least one of a card and label readers 
and a remote controller ") 

D. Database with tables (par. 15, 32, 33, 23) - The updating is done by linking the data 
source with other databases (par. 49, 50, 53) ("local health log includes tables with 
chronological updating, free text fields and link elements. ") 

E. Dataset in an encrypted format (par. 13, 32) - encryption is after or downstream the 
de-identification (equivalent to anonymous)- web pages among devices connected to 
the Internet (par. 55) ("least one anonymous encrypted health log is downstream 
of the converter, and is positioned at a storage location on the Internet via an 
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Internet interface, and in which names and communication data for doctors are 
suppressed as standard and discriminating at least one of illnesses and 
treatments are suppressed at the responsibility of the user. ") 

F. The certifies that the data is in compliance (checking for errors/inconsistencies) with 
the determined security requirements (par. 48) ("elements of a consistency check 
for the purpose of checking the data for obvious errors and inconsistencies") 

G. Allowing for the selling of data (par. 33) - Inherently the system would the 
appropriate software/hardware combination to perform the task of selling data ("a 
contractual module for transactions on a consumer-oriented health market") 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

9. Claims 5, 8-9, 14-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Erickson 
et al. (US 20040199781), in view of Nagle et al. (US 7181017). 

10. As per claims 5, 8-9, 14-17, Erickson et al.'s invention has been previously disclosed. 

11. Although Erickson et al. teach the aspect of linking to other databases, it did not explicitly 
describe an invention in which the system that includes links to data such as chart, and 
emails. However, Williams Nagel et al. teaches the aspect of medical data being "numeric 
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data, text, scanned text images, scanned graphic images, sound (e.g., phonocardiography and 
dictation), high resolution images (radiology) and video (ultrasonic imaging and fluoroscopy) 
(col. 3, lines 31-34). Nagel, via incorporation by reference, teaches the aspects: 

i. storing medical histories using a smartcard to store data (col. 33, lines 20- 
22) 

ii. Data identifiers and pseudonyms (col. 62, lines 46) 

iii. Emergency and confidential categories of medical information are 
identified, and the participant is prompted to provide personal information in each 
of the categories and a different personal identification number (E-PIN, C-PIN) 
for each category (col. 42, lines 2-6) 

12. Therefore, it would have been obvious for one of ordinary skill in the art at the time of the 
applicant's invention to construct a system that hat includes links to data such as chart, and 
emails. It would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to do because it would provide compatibility for a greater set of data. 
The pseudonyms would also prevent unauthorized identification of 

13. information—thus providing compliance to privacy legislation—while at the 

14. same time allowing query terminals to retrieve (part of) the stored data or 

15. learn properties of the stored data (col. 62, lines 46-48). 



16. 



Response to Arguments 

Applicant's arguments with respect to claims 1-18 have been considered but are moot in 
view of the new grounds of rejection, necessitated by applicant's amendments. 
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17. 

Conclusion 

18. THIS ACTION IS MADE FINAL. Any new ground(s) of rejection is due to the 
applicant's amendment. Applicant is reminded of the extension of time policy as set forth in 
37 CFR 1.136(a). 

19. A shortened statutory period for reply to this final action is set to expire THREE MONTHS 
from the mailing date of this action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action is not mailed until after the end 
of the THREE-MONTH shortened statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any extension fee pursuant to 37 

CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

20. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to EVENS J. AUGUSTIN whose telephone number is 571-272-6860. The 
examiner can normally be reached on 10am - 6pm M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Fischer can be reached on (571)272-6779. 



/Evens J. Augustin/ 
February 12, 2009 
Art Unit 3621 



